JUL. 27. 2006 3:06PM TOLER SCHAFFER NO. 258 P. 4 



Drawing Amendm ents: 

Hie attached sheets of formal drawings replace the informal drawings filed on 
October 1, 2003. 
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REMARKS 

Claims 1-20 stand rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which the Applicants regard as the invention.. Office Action, p.2. Claims 1-20 stand 
rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Pat Pub. No. * 
2003/0069903 ("Gupta*') in view of U.S. Pat App. No. 6,778,651, Office Action, p. 2^3. 

Claims 9 9 10 and 20 have been cancelled without prejudice or disclaimer. 
Applicants respectfully traverse each remaining rejection. 

Claim rejection - 35 U.S.C. 6 112 

In rejecting the claims under 35 U.S,C. § 1 12, second paragraph, the Office Action 
states that: "In particular claims 1 and 7 are indefinite as to what occurs for incorrect 
requests of the provisioning requests. All dependent cl aims fail to resolve the 
[deficiencies] of the independent claims and are therefore further rejected" Office 
Action* p. 2. Applicants respectfully traverse these rejections. 

Independent claim 1 recites "for each of a plurality of syntactically correct 
requests." Claim 12, which depends from independent claim 1 1, recites "the plurality of 
requests are syntactically correct" Claim 7, which depends from claim 1, does not make 
further reference to syntactically correct requests. Additionally, independent 11, 
from which claims 12-20 depend, does not make reference to syntactically correct 
requests. Thus, only claim 1 and claim 12 make reference to syntactically correct 
requests. 

The second paragraph of 35 U.S.C. §1 12 requires that "The specification shall 
conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention." The Office Action has not 
pointed to any failure to particularly point out or distinctly claim patentable subject 
matter. Rather, the Office Action points to an intentional omission from the claims of a 
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nonessential element, specifically, what occurs if a provisioning request is not 
syntactically correct Hie specification provides at least one example of what may occur 
if a request is not syntactically correct at p. 4, [00 1 9], However, Applicants respectfully 
submit that this example is merely a particular illustrative embodiment and it not required 
or intended to be included in the claims. "Breadthof a claim is not to be equated with 
indefiniteness- In re Miller, 441 F.2d 689, 169 USPQ 597 (CCPA 1971). If the scope of 
the subject matter embraced by the claims is clear, and if applicants have not otherwise 
indicated that they intend the invention to be of a scope different from that defined in the 
claims, then the claims comply with 35 U.S.C. 1 12, second paragraph." MPEP 
§2173.04. 

Thus, claims 1 and 12 are not indefinite. Further claims 2-8 and 21-22 s which 
depend from claim 1 and claims 12-19 and 23, which depend from claim 1 1, are not 
indefinite. Claims 1-8, 11-19 and 21-23 are therefore allowable under 35 U.S.C. §112. 

Claim rejections - 35 U.S.C. $103 

The Office Action fails to establish a prima facie case of obviousness, which 
requires: 

1) there must be a suggestion or motivation to make the asserted 
combination, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art; 

2) there must be a reasonable expectation of success; and 

3) the alleged combination teach or suggest all the claim limitations. 

Applicants submit that the asserted combination of Gupta and Jost fails to teach or 
suggest each of the elements recited in the claims. 

For example, independent claim 1, as amended, recites "determining whether a 
response received from the SMS to the one or more of the plurality of provisioning 
requests matches the response sent by the SMS simulator " Support for the amendment 
to claim 1 is found in the specification at least at p.5, ^[0023]. The combination of Gupta 
and Jost does not disclose or suggest determining whether a response received from the 
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SMS to the one or more of the plurality of provisioning requests matches the response 
sent by the SMS simulator, as recited in claim 1 . 

Claim 1 is therefore allowable. Additionally, claims 2-8 and claims 21-22, which 
depend irom claim 1 are also allowable at least in light of their dependence from claim 1. 

Additionally, independent claim 1 1, as amended, recites <4 wherein the first utility 
determines whether a response received from the SMS to each of the plurality of 
provisioning requests replayed matches the response sent by the SMS simulator." 
Support for the amendment to claim 1 1 is found in the specification at least at p.5, 
1f[0023]. The combination of Gupta and Jost does not disclose or suggest detenxuning 
whether a response received from the SMS to the one or more of the plurality of 
provisioning requests matches the response sent by the SMS simulator, as recited in claim 
11. 

Claim 1 1 is therefore allowable. Additionally, claims 12-19 and 23, which 
depend from claim 11 are also allowable at least in light of their dependence from claim 
11. 

Any changes to the claims in this amendment, which have not been specifically 
noted to overcome a rejection based upon cited references, should be considered to have 
been made for a purpose unrelated to patentability, and no estoppel should be deemed to 
attach thereto. Applicants' failure to challenge any cited reference as prior art should not 
be construed as an admission by the Applicants that the unchallenged reference does 
constitute prior art 
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Applicants do not believe that any additional fees are due, but if the 
Commissioner believes additional fees are due, the Commissioner is hereby authorized to 
charge any fees which may be required, or credit any overpayment, to Deposit Account 
Number 50-2469. 



Respectfully submitted, 

Date Jeffery <5. Toler, Reg. No. 38,342 

Attorney for Applicants) 
TOLER SCHAFFER, L.L.P. 
5000 Plaza On The Lake, Suite 265 
Austin, Texas 78746 
(512) 327-5515 (phone) 
(512) 327-5452 (fax) 
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